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FACULTY PERSONNEL & RESEARCH COMMITTEE
JOINT RECOMMENDATION

SR-95-96-46 (FPC)(RC)
Recommends that the following changes [bold print] made to Interim Executive Policy Bulletin No. 9 be
approved and that the Executive Policy Bulletin No. 9 be approved:

INTERIM EXECUTIVE POLICY BULLETIN NO. 9
Effective Date: June, 1995
PATENT AND INVENTION POLICY FOR MARSHALL UNIVERSITY
Page. 1, Section IV. Faculty Patents Committee
A faculty Patents Committee shall be appointed by and serve at the pleasure of the President of
the university or his designee and will include five to seven faculty members, epch wit.h c1 voting alternate
to serve in his/her place if needed, with the Executive Director for Research and Economic
Development as an ex-officio member. A chairperson and a vice chairperson (who shall act in the absence
of the chairperson) shall be elected from among the faculty members of the committee. A representative
of the Executive Director for Research and Economic Development and one from the Office of Vice
President for Executive Affairs and General Counsel shall serve as non-voting members of the committee.
The committee shall meet periodically, but at least annually, upon call of the chairman to review existing
patent policy, to recommend changes and to receive reports on the status of the patent portfolio. The
Executive Director for Research and Economic Development or his designee will present periodic reports
on the status of disclosures and meet with the Executive Director tor Research and Economic
Development or his representative when an inventor asks the Executive Director for an expedited review
by the Faculty Patents Committee of decisions relating to, or policies affecting, his/her invention or
discovery. The Faculty Patents Committee shall report all decisions to the President of the university
through the Executive Director for Research and Economic Development, or his designee.
RATIONALE: Editorial in nature.

Page 2, Section V. Disclosure
All members of the Marshall community who are covered by this policy shall disclose the nature
and detail of their anticipated invention or discovery to the Executive Director for Research and Economic
Development, or his/her designated representative at the earliest possible date.
Within 120 days after such disclosure, the Executive Director for Research and Economic
Development or his/her designee shall notify the inventor in writing whether it is the university's intention
to retain its interest and to acquire assignment of all ownership rights of the invention or discovery. If such
notification cannot be made during that time period, the inventor shall be notified as to the reason for the
delay and the additional time necessary to make such determination. The principles to be used in
determining ownership rights are given in Section VI.

RATIONALE: Editorial in nature.

)

Page 2, Section VI.

Ownership Rights

A

Ownership Rights in the University

All inventions or discoveries shall be deemed to be a proprietary interest of Marshall University if
the inventor was employed or otherwise financially supported by the university, and if he/she used
university facilities, materials or time to conceive and develop the discovery or invention.
If the university decides not to request assignment or ownership rights, and there are no
restrictions by the sponsor of the research, the university will release its proprietary interest to the
inventor.

RATIONALE: The policy states "If the university decides not to request assignment or
ownership rights ............... the university may release its proprietary interest to the inventor." The
present language permits the university to decline to pay for obtaining a patent yet allows it to
exercise ownership rights if the inventor/discoverer obtains one from external funding source (s).
B

No Ownership Rights in the University

The ownership rights to a discovery or invention are considered to be exclusive property of the
inventor, if the university has not contributed to the conception or development of the discovery or
invention in the way of funds, space, materials or facilities and the discovery or invention was conceived
and developed by the inventor on his/her own time.
C.

Determination of Ownership Rights

In cases where there is a disagreement between the inventor and the university as to ownership
rights or the retention of such rights by the university, a committee comprised of the Executive Director for
Research and Economic Development or his designee, the General Counsel and an individual with
expertise in the field chosen by the Inventor shall recommend to the President what further action
the university should take.

RATIONALE: The appeals board, as described, will consist of three members, all employees of or
selected by the University. Presumably, such a board will be only convened if an inventor disputes a claim
to ownership made by the University. It seems likely that a decision of such an appeals board will not be
accepted by the inventor. The appeals board should have a member selected by the inventor and should
not be comprised exclusively of University employees. We recommend changing " ................ a committee
comprised of the Executive Director for Research and Economic Development or his designee, the
General Counsel and an individual with expertise in the field " ......... to "a committee comprised of the
Executive Director for Research and Economic Development, the General Counsel, and one individual
with expertise in the field chosen by the inventor."

Page 4, Section IX. Development, Promotion and Licensing
In administering the patent portfolio of the university, the Executive Director for Research and
Economic Development shall act to bring to the public all inventions and discoveries in which the
university has proprietary rights. In doing this he shall use whatever means appropriate for development,
promotion and licensing of each invention, consistent with the expressed goals of the patent policy.
The university is free to enter into agreements with any outside agent which it deems will
successfully aid the university in developing inventions or discoveries, in obtaining patents, or in
promoting or manufacturing inventions, provided that such agreements are consistent with this patent
policy. If a particular invention or discovery is to become subject to such an agreement, this shall be made
known to the inventor, who will also be consulted about any rules governing the relationship among the
outside agent, the university and the inventor due to such agreement. The Inventor or his/her

representative shall be a member of the committee selecting the licensing agent and
shall participate In the development of the licensing agreement If the Inventor so

chooses.
The university is free to enter into any licensing agreements which it deems beneficial to the
university, the inventor and the public in general, provided such agreements are not prohibited by a
sponsoring agency's rules or regulations. Any terms governing the relationship among the licensee, the
university or the inventor due to such licensing agreements shall be disclosed to the inventor, the dean of
the college/school, the Faculty Patents Committee, the Provost, the Vice President for Business and
Finance and the President.
RATIONALE: The university is free to enter into agreements with any outside agent "Later in this
paragraph, the policy states "If a particular invention or discovery is to become subject to an agreement,
[the inventor] will also be consulted about any rules governing the relationship between the outside
agent, the university and the inventor due to such an agreement." Our understanding of these
statements is that the inventor will become involved only ~ r the agreement has been negotiated. Since
it is possible that inventors will have moral concerns about the uses of the invention or discovery or the
licensing agent, the committee believes that they should have the option of being involved in the
selection of the licensing agent and in the development of the licensing agreement. Thus we suggest
adding the sentence: "The inventor or his/her representative shall be a member of the committee
selecting the licensing agent and shall participate in the development of the licensing agreement if the
inventor so chooses." to this section.

Page 5, Section X. Proceeds from Inventions and Discoveries
All income which the university derives from the licensing of inventions and discoveries will be
appropriately used for the research and educational functions of the university. Of the net proceeds of
each individual Invention or discovery, 40% will be paid to the inventor, 30% to the inventor's
college, and 30% to Marshall University Research Corporation. Net proceeds shall be calculated on

Individual Inventions or discoveries as gross royalties minus documented
administrative, licensing, legal and other related expenses. Upon decease of the
Inventor, the inventor's share of future income resulting from his/her Invention shall
be paid to the inventor's estate or designated beneficiaries.
If the invention or discovery is the result of sponsored research, and the sponsoring agency
regulates the distribution of royalty income, such regulations shall apply rather than those in the above
paragraph. Also, if such regulations apply because of development, promotion or licensing agreements
with an outside agent, they shall take precedence over those of the above paragraph.
RATIONALE: In Section X, paragraph 1 the policy states that the inventor shall receive 40% of net
proceeds. The policy is not clear as to whether net proceeds are calculated for each individual invention or
for all inventions taken collectively. We suggest replacing "Of the net proceeds, 40% will be paid to the
inventor ............. Net proceeds are defined as gross royalties ....... " by "Of the net proceeds of each
individual invention or discovery .... Net proceeds shall be calculated on individual inventions or
discoveries as gross royalties ... " It is our understanding this language is consistent with the original intent
of the committee formulating Interim Executive Policy No. 9.
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COMMENTS:
Amended on Senate floor, 3/28/96.
Approval by Senate was postponed until the May 16 meeting on 3/28/96.
Approved by Senate, May 16, 1996.
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